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Amendments to the Drawings: 

Figures 1 through 8 as originally filed have been deleted and Figures 9 through 1 7 have 
been renumbered accordingly. No new matter has been added. 



Attachment: Replacement sheets ( 1 3 pages) 

Annotated Marked-up Drawings (37 pages) 
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REMARKS 

Claim Amendments 

Claims 1 and 5 have been amended and Claim 7 has been canceled herein. Support for 
these amendments can be found throughout the specification and in the claims as originally filed. 
No new matter has been added. 

Objections to the Drawings 

The drawings have been objected to for containing sequences that are included in the 
sequence listing. Figures 1 through 8, providing the amino acid sequence and the nucleic acid 
sequence of various histone deacetylases, have been deleted herein. Reconsideration and 
withdrawal of the rejection are respectfully requested. 

Rejection of Claims 1-3 and 5 Under 35 U.S.C. §112, First Paragraph 

Claims 1-3 and 5 are rejected under 35 U.S.C. §112, first paragraph, as failing to comply 
with the written description requirement. Specifically, the Office Action states that the 
specification as filed includes only antisense compounds that hybridize to the human form of 
histone deacetylase, however, the claims are not limited to the human-isotype specific antisense 
oligonucleotides as exemplified in the specification. Moreover, the Office Action states that the 
scope of the antisense compounds of the present invention includes those that hybridize to DNA 
or RNA of undefined length that "comprises" a region of undefined length of the sequence set 
forth in SEQ ID NO: 2. 

Claim 1 has been amended to recite that the oligonucleotide inhibits the expression of one 
or more human histone deacetylase isoforms but less than all human histone deacetylase 
isoforms. The rejection is therefore rendered moot. 

Additionally, Applicants disagree that the scope of the antisense compounds of the 
present invention includes those that hybridize to DNA or RNA of undefined length that 
"comprises" a region of undefined length of the sequence set forth in SEQ ID NO: 2. As defined 
in Claim 1, the oligonucleotides are from about 15 to about 26 nucleotides in length and as 
depicted in the sequence listing, SEQ ID NO 2 is 161 1 nucleotides in length. In other words, the 
claimed oligonucleotides hybridize under physiological conditions to an about 15 nucleotide to 
about 26 nucleotide region of the 161 1 nucleotides of SEQ ID NO 2. 
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One skilled in the art would clearly understand that Applicants had possession of the full 
scope of the antisense oligonucleotides encompassed by the instant claims. Reconsideration and 
withdrawal of the rejection are respectfully requested. 

The Office Action also supports the written description rejection with language that 
appears to state that Applicants have not enabled the instantly claimed invention. Specifically 
the Office Action states that although the specification teaches the sequences of human histone 
deacetylase isoforms 1 through 8, a generic search of the term "histone deacetylase" in GenBank 
resulted in 263 hits for genes encoding a histone deacetylase. Additionally, the Office Action 
states that effective antisense molecules must be found empirically by screening a large number 
of candidates for their ability to act inside cells. Applicants will address the comments 
accordingly. 

A generic search for the term "histone deacetylase" in GenBank is a faulty search and 
although it resulted in 263 "hits", these hits were excessively repetitive and not indicative of 263 
different human isoforms of histone deacetylase. To date, only 1 1 different isoforms of human 
histone deacetylase are known. However, even if there were 263 different human isoforms of 
histone deacetylase, Applicants are not required to specifically describe that which is already 
known. Applicants have provided enough guidance so that one skilled in the art would be able to 
take the sequence of any known histone deacetylase isoform from any species and come up with 
an antisense that meets the limitations of the claimed invention. See Johns Hopkins Univ. v. 
Celloro. Inc., 152 F.3d 1342. 1361 (Fed. Cir. 1998) ; Enzel Indus. Inc. v. Lockformer Co., 946 
F.2d 1528, 1533 (Fed. Cir. 1991) . ... [Tjhere is no requirement that the specification enable 
every mode for making and using the claimed products."; "The reason for such a rule is clear. 
What would be the value in patenting a composition at all if, by making the slightest alteration in 
the method of making what is nonetheless the same product, a competitor were able to evade 
liability? A patent system that permitted such conduct would remove the carrot dangling in front 
of the inventor's nose. If inventors were so easily divested of their limited monopoly rights 
attendant to their novel, useful, and nonobvious contributions, they would likely abandon their 
pursuits and thereby inhibit progress. The law does not permit such an outcome.". 

Moreover, even though effective antisense molecules must be found empirically by 
screening a large number of candidates, this does not necessarily make the experimentation 
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undue. Applicants respectfully submit that the specification accurately teaches how to practice 
the claimed invention. One skilled in the art could easily reproduce Applicants' results by 
simply following the examples and the disclosed oligonucleotides. As to other oligonucleotides, 
undoubtedly some screening using the methods disclosed in the specification and examples 
would be required. However, these experiments, which would require no modification of the 
disclosured assays, would not be undue. The fact that experimentation may be complex does not 
necessarily make it undue, if the art typically engages in such experimentation. Massachusetts 
Institute of Technology v. A.B. Fortia, 227 U.S.P.Q. 428 (Fed. Cir. 1985). In the antisense field, 
scientists typically engage in such screening, and would have to do so no matter how many 
oligonucleotides are exemplified. Applicants have clearly met this requirement. 

Rejection of Claims 1-3 and 7 Under 35 U.S.C. § 102(e) 

Claims 1-3 and 7 are rejected under 35 U.S.C. § 102(e) as being anticipated by Besterman 
et al. (US PAT No 6,953,783). 

Claim 7 has been canceled herein, thus rendering the rejection moot as it applies to this 
claim. Additionally, Claim 1 has been amended to incorporate subject matter from pending 
Claim 5 thereby obviating this rejection as it applies to Claim 1 (and Claims 2-3 which are 
dependent on Claim 1). Reconsideration and withdrawal of the rejection are respectfully 
requested. 

Rejection of Claims 1-3, 5 and 7 Under 35 U.S.C. § 103(a) 

Claims 1-3, 5 and 7 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Besterman et al. as applied to Claims 1-3 and 7 above, in view of Bennett et al. 

The subject matter of Besterman et al. and the instantly claimed invention were, at the 
time the claimed invention was made, owned by the same person or subject to an obligation of 
assignment to the same person. Therefore, Besterman et al. does not preclude patentability under 
this section. The teachings of Bennett et al. do not render the instantly claimed invention 
obvious. Reconsideration and withdrawal of the invention are respectfully requested. 
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Provisional Double Patenting 

Claims 1-3, 5 and 7 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over Claims 1-11 of copending U.S. 
Application No. 10/870,587. 

As stated by the Examiner, this is a provisional obviousness-type double patenting 
rejection because the conflicting claims have not in fact been patented. If this provisional double 
patenting rejection is the only remaining rejection in this earlier filed application, Applicants 
request that the Examiner withdraw the rejection and allow this application to issue as a patent 
(See MPEP §804(I)(B)). Applicants will then consider filing a Terminal Disclaimer or take any 
other action deemed necessary in the later filed copending application. 



In view of the above amendments and remarks, it is believed that all claims are in 
condition for allowance, and it is respectfully requested that the application be passed to issue. If 
the Examiner feels that a telephone conference would expedite prosecution of this case, the 
Examiner is invited to call the undersigned. 



CONCLUSION 



Respectfully submitted, 



Keown & Associates 
500 West Cummings Park 





Suite 1200 
Woburn, MA 01801 
Telephone: 781/938-1805 
Facsimile: 781/938-4777 
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